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Types of Property

§Real
ØLand

§Personal
ØCars, jewelry, clothing

§Easements
ØNon-corporal interest in real property
ØRailroads, utilities

§Intellectual
ØPatents, copyrights and trademarks



Patents

§Grant of a property right to the
inventor

§ Issued by the Patent and
Trademark Office

§ Term of a new patent is 20 years
from the date on which the
application for the patent was
filed.

§ Patent grants are territorial -
effective only within the country pf
grant



Patent Right

üRight to exclude others

üA patent is not a grant of a right to
make, use or sell - a defensive right

üGrant of patent in return for full
disclosure



Members may exclude from patentability inventions, the
prevention within their territory of the commercial
exploitation of which is necessary to protect ordre public or
morality, including to protect human, animal or plant life or
health or to avoid serious prejudice to the environment,
provided that such exclusion is not made merely because the
exploitation is prohibited by their law.

TRIPS – Article 27(2)
Patentable Subject Matter
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Two substantial validity requirements are novelty and inventive step (non obviousness)
Ø This forms part of the Quid Pro Quo of the patent system
Ø The state only grants the monopoly if the applicant teaches the public something new

Patents – Validity Requirements

Novelty = no prior publication or use of the exact concept or
product

Inventive step = non-obvious variation from what is publicly known

Novelty requirements are mostly similar around the world, but
obviousness tests vary



Was the exact invention publicly known before the application was
filed

This may be due to a prior publication in any medium, or a prior use
Ø To anticipate an invention a single publication or single use must
reveal all details of the invention

Assessment is against what was in public @priority date

An earlier filed, but not yet published patent application that
discloses all of the information will anticipate the invention

Novelty = Newness



Prior publication may be in any medium, language or location
Ø Journal paper, conference paper, book, website, etc.

All information must be available in a single source
Ø Exception is if documents or acts are related such that the person skilled
in the art as a single source of that information (eg. book chapters)

Doesn’t matter if you have to pay to obtain the article, only that you are
free to use the information after receiving it

The information must be clear and unambiguous

Novelty Requirements



Novelty – Public Use

Public use or public sale, prior to filing can destroy novelty

Anticipation depends upon whether all details of the
invention are made available to the public
ØAre public free to inspect and use that knowledge without
constraint

ØAre their hidden details that can’t be determined by
inspection



§ Publication of an invention at a recognised exhibition; 

§ Publication of the invention in relation to a “learned society” 

§ Any publication or use of the invention within twelve months before the filing 
date of the complete application ("grace period") 

§ Disclosure through unauthorised use 

§ Reasonable trial and evaluation in public. 

Novelty – Exemptions



A patent may not be obtained if the differences between the subject matter sought to
be patented and the prior art would have been obvious at the time the invention was
made to a person of ordinary skill in the art to which the subject matter pertains.

Inventive Step in a Claimed Invention

§ Novelty test is a strict test, so a further requirement
is that it not an obviousness development from
what was publicly known

§ Inventive Step/Obviousness is a difficult assessment
Ø What is the process of invention?
Ø How inventive do you have to be?
Ø How do you assess it?

§ Various tests/approaches have been developed to
help the courts and non experts
(attorneys/examiners/etc.) make an assessment.



Inventive Step - Assessing

Problem Statement Who is the PSA? What is their Common 
General Knowledge?

Determine the relevance of 
citation

Ø Is it part of prior art?
Ø Technical hurdle overcome ?

Access IS

Person Skilled in the Art
§ Hypothetical, non-inventive worker in the relevant field of

technology who is equipped with the common general
knowledge in the art.
Ø Hypothetical – may be a team, each with different skills

§ Their common general knowledge is used
Ø to fill in gaps in prior art documents
Ø assess likely course of

Common General Knowledge
§ “... forms the background knowledge and experience which is

available to all in the trade”
§ Must be information which is “generally accepted”



§ What would the typical worker in the field do to solve the problem?
§ What documents would they consider, and where would it lead them?
§ They must be plainly led to the solution based on public information and their

background knowledge
§ Does the proposed solution overcome some hurdle or provide some advantage
§ Was the invention the identification of the real problem?

Inventive Step - Assessment

Combining Documents
Ø Where novelty is limited to a single document, obviousness

allows documents to be combined
Ø When a document discloses most of the features, the missing

features can be added by another document or PSA
Ø However their must be some reasonable motivation to combine

in light of the problem to be solved
Ø Be wary of hindsight bias (post facto analysis)
Ø Does the document “teach away” from the inventors solution?



§ Whether the prior art provided some
motivation or suggestion, expressly or
by implication, to combine the prior
art teachings to achieve the claimed
invention; and

§ Whether the claimed invention
achieved more than a combination of
any or all of the references suggested.

Inventive Step 
Teaching, Suggestion, or Motivation



In certain jurisdictions' patent law, industrial applicability or industrial application is a
patentability requirement according to which a patent can only be granted for an
invention which is susceptible of industrial application, i.e. for an invention which can be
made or used in some kind of industry.

Industrial Application



§ The patent must disclose “a practical application” and “some profitable use” for the claimed substance,
so that the ensuing monopoly “can be expected [to lead to] some … commercial benefit”;

Industrial Application - Principles

§ A “concrete benefit”, namely the invention’s “use … in industrial practice”
must be “derivable directly from the description”, coupled with common
general knowledge;

§ A merely “speculative” use will not suffice, so “a vague and speculative
indication of possible objectives that might or might not be achievable”
will not do;

§ The patent and common general knowledge must enable the skilled
person “to reproduce” or “exploit” the claimed invention without “undue
burden”, or having to carry out “a research programme”;



Utility

§ Specific utility
The specific utility contrasts with a general utility that would be
applicable to the broad class of the invention.
Ø For example, a claim to a polynucleotide whose use is

disclosed simply as a “gene probe” would not be
considered to be specific in the absence of a disclosure of a
specific DNA target.

Ø Similarly, a general statement of diagnostic utility, such as
diagnosing an unspecified disease, would ordinarily be
insufficient absent a disclosure of what condition can be
diagnosed.

§ Substantial utility
Utilities that require or constitute carrying out further research
to identify or reasonably confirm a “real world” context of
use are not substantial utilities.

An invention is "useful" if it provides some identifiable benefit and is capable of use. The majority of inventions
are usually not challenged as lacking utility, but the doctrine prevents the patenting of fantastic or hypothetical
devices



Utility

Examples of situations that do not define “substantial utility”
§ Basic research such as a studying the properties of the claimed

product itself or the mechanisms in which the material is
involved;

§ A method of treating an unspecified disease or condition; A
method of assaying for or identifying a material that itself has
no “specific and/or substantial utility”;

§ A method of making a material that itself has no specific,
substantial and credible utility;

§ A claim to an intermediate product for use in making a final
product that has no specific, substantial and credible utility.

So-called “throw away” utilities do not meet the tests for a specific or substantial utility.

An invention has a well-established utility if:
§ a person of ordinary skill in the art would immediately appreciate why the invention is useful, and
§ the utility is specific, substantial and credible.



Sufficiency / Support
Enabling Disclosure

§ At least one embodiment of the invention or at least one method for performing the invention must
be described so that it can be reproduced without the need for inventive ingenuity.

Ø If a skilled person following the directions given in the specification has to find out
something that is new in order to reproduce the invention, the disclosure is insufficient.

§ The non-availability of some unspecified variants of a functionally defined component feature of the
invention is immaterial to sufficiency so long as there are suitable variants known to the skilled
person as common general knowledge which provide the same effect for the invention.

§ An insufficient application could not become sufficient
because of general developments in the state of the art
after the filing date.

Ø The relevant date for complying with the
requirement for sufficiency is the filing date of the
application and not the date of publication of the
specification.



§ In most patent laws, unity of invention is a formal administrative requirement that must be
met by a patent application to become a granted patent.

§ A patent application can relate only to one invention or a group of closely related inventions.
§ The purpose of this requirement is administrative, as well as financial.
§ It makes the classification of patent documents easier.

Unity of Invention

The requirement serves to preclude the option of filing one
patent application for several inventions, while paying only one
set of fees (filing fee, search fee, examination fee, renewal fees,
and so on).



The specification shall contain a written description of the invention, and of the manner
and process of making and using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same…

The specification in a patent application must describe the invention in a manner that
would enable one with ordinary skill in the art to make and use the invention without an
undue amount of experimentation.

The written description requirement and the enablement requirement are separate
requirements.

Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555 (Fed. Cir. 1991)

Enablement



Is an inquiry/analysis of whether the applicant was in possession of the invention
he/she seeks to patent.

“[T]he description must ‘clearly allow persons of ordinary skill in the art to
recognize that [the inventor] invented what is claimed.”

Ensures that the inventor had possession, as of the filing date of the application, of
the specific subject matter claimed.

“The test for sufficiency is whether the disclosure of the application relied
upon reasonably coveys to those skilled in the art that the inventor had
possession of the claimed subject matter as of the filing date.”

Written Description

Fed. Cir. 2010, citing Vas Cath, 935 F.2d at 1563



Anticipation occurs when one prior art reference or event discloses all the
features of a claim and enables one of ordinary skill in the art to make and use
the claimed invention; the claim is then said to lack novelty.

The prior occurrence of a process or composition can anticipate a claim under
this doctrine because of elements that simply inhere in the process or
composition even if these elements were not recognized at the time of the prior
occurrence.

To establish a case of inherent anticipation, the process or composition or
element thereof must have existed or occurred to a certainty (i.e., not
possibility or probability).

Anticipation



A judicially created doctrine intended to prevent improper
time wise extension of a patent right by prohibiting the
issuance of claims in a second patent that are not
"patentably distinct" from the claims of a first patent.

The doctrine prohibits claims in a second patent that are
merely an obvious variation of the claims of a first patent. If
the patent applicant cannot convince the patent examiner
that the claims of the second patent are not merely an
obvious variation of the earlier claims.

The remedy is to file a Terminal Disclaimer.

Double Patenting



üYes it is patentable - if the program has the
potential to bring about, when running on a
computer, a technical effect which goes
beyond the normal interactions between the
program and the computer.

üThe normal interactions like flow of electrical
current are not sufficient to establish the
technical effect.

Computer Related/Implemented Inventions



Computer Related/Implemented Inventions

ØHighlight technical problem being solved
ØHighlight the technical effect or technical advance of a specified program (whether by

means of hardware or software)
ØTry to avoid look and feel of algorithm, mathematical method, business method as

even technical advance cannot save it due to absolute bar
ØAvoid certain terms in claims, like program, instructions, calculating, etc.
ØLink the invention to one or more end application/use
ØKeep method as primary claims
ØClearly state what device/ component performs the method
ØAvoid multi-party system claims – client and server, server and database
ØSeparate claim for each device, such as transmitter and receiver, source and

destination device



Indian Guidelines for CRI
§ The Office of the CGPDTM issued revised Guidelines on Examination of CRI(s) on June 30th
2017.

§ Proposes to bring much needed clarity and consistency in examination of patent applications
for computer related inventions.

§ The Patents (Amendment) Act, 2002 also introduced explicit exclusions from patentability
under section 3 for Computer Related Inventions (CRIs) as under:

(k) a mathematical or business method or a computer programme per se or algorithms;
(l) a literary, dramatic, musical or artistic work or any other aesthetic creation whatsoever including
cinematographic works and television productions;
(m) a mere scheme or rule or method of performing mental act or method of playing game;
(n) a presentation of information;
(o) topography of integrated circuits;

§ Claims
1) The claims should clearly define the scope of the invention and should take care of unity of invention

requirements as defined under section 10(5) of the Patents Act, 1970.
2) The claim(s) of a complete specification should be clear and succinct and should be fairly based on the

matter disclosed in the specification.
3) The claims in the field of Computer related inventions need to be construed to ascertain the substance of

the claim without wholly relying on the forms and types of the claims.
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